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Remarks 

Claim 1 , 3, 4-5, 32-34, 38-39 and 41-43 are pending. Claims 31 , 35-37 and 40 
are canceled and new Claims 41-43 are added in this Response. 
Rejections Under 35 U.S.C. § 112 

Claim 1 was rejected under Section 1 12 as being indefinite. In support of the 
rejection, the Office asserts that it is not clear how the fluid based marking comprises 
date for configuring an imaging device. Claim 1 has been amended to recite the 
"marking representing machine readable data for configuring an imaging device for 
printing on the sheet." The bar code shown in detail in Fig. 2 representing machine 
readable data such as the media parameters listed in the Specification at page 5, lines 
15-24 (e.g., type of media, size, thickness, feed sped, fusing temperature, drying time) 
is one example of the marking recited in Claim 1, One example of the use of such 
media parameters to configure an imaging device is described in the Specification at 
page 14, line 14 through page 15, line 5. 

If the Office continues to feel the language of Claim 1 is indefinite, it is 
respectfully requested to specifically point out and explain the substance of the 
rejection. So far as Applicant can tell, the language of Claim 1 is clear and consistent 
with the embodiments described in the Specification. 

Claim 3 was rejected under Section 1 12 as being Indefinite. In support of the 
rejection, the Office states that Claim 3 reciting the marking imprinted on the edge and 
not imprinted on the face appears to be contradictory to Claim 1 reciting the marking on 
the face and on the edge. The two claims are consistent. Claim 1 requires only that 
the marking be continuous from the face of the sheet to the edge of the sheet and that 
the marking represent machine readable data for configuring an imaging device for 
printing on the sheet. Claim 3, which depends from Claim 1, also requires a marking 
imprinted on the edge and not imprinted on the facial portion. The marking, however, 
can still be on the face if t for example, the marking imprinted on the edge bleeds from 
the edge to the face, as shown in Fig. 3 and described in the accompanying text at 
page 6 of the Specification. 
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Claim 3, therefore, is felt to comply with the requirements of Section 112. 
Nevertheless, Claim 3 has been amended to recite that the sheet has sufficient 
capillary action properties to carry the fluid-based marking onto the face from the edge. 

Applicant requests withdrawal of the Section 112 rejections. 

Rejections Under 35 U.S.C. §§ 102 and 103 

All pending claims stand rejected under Section 102 as being anticipated by 
Brinkman (6090027) or Brinkman (6598783) (Claims 1 , 3 and 4} or obvious over 
Brinkman '027 or Brinkman '783 (Claims 5, 32-34 and 38-39). 

Amended Claim 1 recites that the fluid based marking represents machine 
readable data for configuring an imaging device for printing on the sheet. Neither 
Brinkman patent teaches this element. The various markings in Brinkman '027 
represent machine readable data for the content, origin, destination or "other useful 
information about a parcel" or for pricing an item of merchandise. See for example 
Brinkman '027 1 column 4, lines 30-33 and 53-55; column 21, lines 7-10, Brinkman 783 
does not expressly state the content of his machine readable parcel markings. It 
appears from the description of the parcels and the markings, however, that the 
markings represent data related to shipping a parcel and, perhaps related billing 
information. See for example Brinkman 783, column 3, lines 63-65. Even if it is 
assumed for purposes of argument only, but without conceding, that either Brinkman 
might reasonably be construed as teaching a marking on the face and edge of a sheet 
of print media, clearly neither Brinkman teaches a marking that represents machine 
readable data for configuring an imaging device for printing on the sheet. 

The passages in each Brinkman cited by the Office as teaching this element of 
Claim 1 (Brinkman '027 Abstract and column 21 , lines 10-20; Brinkman 783 Abstract 
and column 2, lines 22-35) clearly do not teach or even remotely suggest machine 
readable data for configuring an imaging device for printing on the sheet. If the Office 
disagrees, it is respectfully requested to specifically point out and explain those 
passages in either Brinkman that teach a marking representing machine readable data 
for configuring an imaging device for printing on the sheet (rather than simply quoting 
the claim element and then citing to a figure and passage in the reference that has no 
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apparent relevance to the quoted claim element). Absent such a showing, the rejection 
of Claim 1 should be withdrawn. 

Claims 3 and 4 depending from Claim 1 distinguish over the Brinkman patents 
for these same reasons. 

Further with regard to amended Claim 3, neither Brinkman patent teaches (1 ) a 
marking imprinted on the edge of the sheet and not on the face of the sheet or (2) a 
sheet having sufficient capillary action properties to carry the fluid-based marking onto 
the face from the edge. First, both Brinkmans teach a marking imprinted on a label, on 
a box or on an envelope, not on a sheet. Second, neither Brinkman teaches a marking 
Imprinted on the edge of anything. Rather, in both Brinkmans, the markings are 
imprinted on the face of a label, a box (while the box is flat/collapsed) or an envelope, 
and then folder over. Third, neither Brinkman teaches anything about the 
wicking/capillary action properties of any of the materials on which the markings are 
printed. Again, if the Office disagrees, it is respectfully requested to specifically point 
out and explain those passages in either Brinkman that teach (1) a marking imprinted 
on the edge of the sheet and not on the face of the sheet or (2) a sheet having 
sufficient capillary action properties to carry the fluid-based marking onto the face from 
the edge. Absent such a showing, the rejection of Claim 3 should be withdrawn. 

Amended Claim 5 recites a stack of print media sheets having a fluid based 
marking imprinted on an edge side thereof, the marking representing machine readable 
data for configuring an imaging device for printing on the sheets in the stack. Amended 
Claim 38 recites a stack of print media sheets having a fluid based marking imprinted 
on an edge side thereof, the marking representing machine readable media parameters 
corresponding to the sheets in the stack. Neither Brinkman teaches or suggests (1 ) a 
stack of print media, (2) a marking imprinted on the edge of a stack of print media (or a 
stack of anything else), or (3) a marking representing machine readable data for 
configuring an imaging device for printing on the sheets in the stack (Claim 5) or 
machine readable media parameters corresponding to the sheets in the stack (Claim 
38). 
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Amended Claim 32 recites a fluid-based marking imprinted on a face of the 
sheet and on an edge of adjoining the face, the fluid-based marking continuous from 
the face of the sheet to the edge of the sheet and the marking representing machine 
readable media parameters corresponding to the sheet. As noted above for Claim 1, 
the various markings in Brinkman '027 represent machine readable data for the content, 
origin, destination or "other useful information about a parcer or for pricing an item of 
merchandise. See for example Brinkman '027, column 4, lines 30-33 and 53-55; 
column 21 ♦ lines 7-10. Brinkman 783 does not expressly state the content of his 
machine readable parcel markings. It appears from the description of the parcels and 
the markings, however, that the markings represent data related to shipping a parcel 
and, perhaps related billing information. See for example Brinkman 783, column 3, 
lines 63-65. Neither Brinkman teaches a marking that represents machine readable 
data media parameters corresponding to the sheet 

Also, as noted above for Claim 3, neither Brinkman teaches a marking imprinted 
on the edge of anything. Rather, in both Brinkmans, the markings are imprinted on the 
face of a label, a box (while the box is flat/collapsed) or an envelope and then folder 
over. 

For all of these reasons, amended Claim 32 and depending Claims 33-34 
distinguish patentably over the Brinkman patents. 

Amended Claim 39 recites a stack of print media sheets, each sheet in the stack 
being skewed at an angle with respect to the next sheet in the stack such that a portion 
of a face of each sheet is exposed, and a fluid-based marking on the exposed face of 
each sheet and on an adjoining edge of each sheet, the marking continuous from the 
face of each sheet to the edge of each sheet and the marking representing machine 
readable data for configuring an imaging device for printing on the sheets in the stack. 
As discussed in detail above for Claim 5, neither Brinkman patent teaches a stack of 
print media or a marking representing machine readable data for configuring an imaging 
device for printing on the sheets in the stack. It necessarily follows, therefore, that 
neither Brinkman teaches each sheet in the stack being skewed at an angle with 
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respect to the next sheet in the stack such that a portion of a face of each sheet is 
exposed. 

New Claims 40-41 and 42 depending from Claims 1 recite additional limitations 
that further distinguish the cited references. 

The foregoing is believed to be a complete response to the outstanding Office 
Action. 



Respectfully submitted, 
Robert Haines 




Steven R. Ormiston 
Reg. No. 35,974 
208.433.1991 X204 



August 30, 2005 
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